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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 
14, 2005 has been entered. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 35-53 and 66-68 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

This rejection is reiterated from the previous office action. 

The method of claims 35-53 and 68, which are methods for discovering one or 
more patterns in a set of K sequences of symbols or methods of forming a (k+1)-tuple 
table, appear to be methods drawn entirely to data manipulation, since they do not 
clearly require any steps involving physical manipulation, and they do not produce 
results that are concrete, tangible and useful. See MPEP § 706.03(a) and §2106. In 
regard to claim 68, MPEP §2106 also clarifies that claiming such non-statutory subject 
matter on a computer medium or in software does not prevent this rejection. 
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In addition, data structures recited in claims 66 and 67 are descriptive materials 

that are non-functional, and thus the computer readable medium containing data 

structures is non-statutory. According to the MPEP §2106 (IV)(B)(1)(b), 

"Where certain types of descriptive material, such as music, literature, art, 
photographs and mere arrangements or compilations of facts or data, are 
merely stored so as to be read or outputted by a computer without 
creating any functional interrelationship, either as part of the stored data or 
as part of the computing processes performed by the computer, then such 
descriptive material alone does not impart functionality either to the data 
as so structured, or to the computer. Such 'descriptive material' is not a 
process, machine, manufacture or composition of matter." 

In the instant claims, the limitations are descriptions of the data structures 

embodied on a computer readable medium. This is an arrangement of a set of 

data or as the applicant put it "an organization of information." As written, the 

instant claims do not involve any process, which utilizes the arrangement of data. 

Although the claim does state the data structures are useful in controlling a 

computer system, this is only an intended use, not an actual statutory process. 

Thus the data structure constitutes descriptive material that is nonfunctional and 

thus non-statutory. 

The applicant has re-iterated his position that the symbols in the instant claims 
represent "things" such as members of an alphabet, which may be represented in print 
or electronically, or a chemical composition of a protein, an amino acid, or any other 
physical entitiy. However, the MPEP states, "If the steps of gathering and substituting 
values were alone sufficient, every mathematical equation, formula, or algorithm having 
any practical use would be per se subject to patenting as a 'process' under 101. 
Consideration of whether the substitution of specific values is enough to convert the 



Application/Control Number: 09/851 ,674 Page 4 

Art Unit: 1631 

disembodied Ideas present in the formula into an embodiment of those ideas, or into an 
application of the formula, is foreclosed by the current state of the law." MPEP §21 06 
(iv) (B) (2) (b) (ii). Even though the applicant claims these symbols represent things, the 
mere fact that the symbols are the representation of something else does not sufficiently 
establish that the claims are statutory. The claims are drawn to an abstract conception 
of organizing patterns among abstract symbols. 

Applicants also argue that the invention Is not directed to solving a mathematical 
equation. The Examiner agrees with the Applicants. However the invention is directed 
toward a mathematical algorithm that anaylses symbols. According to the applicant, 
these symbols can represent a variety of abstract concepts such as members of an 
alphabet, which may be represented in print or electronically, or a chemical composition 
of a protein, an amino acid, or any other physical entitiy. Since the invention is directed 
toward a mathematical alogorithm MPEP §2106 (l\/)(B)(2)(b)(ii) applies. 

The applicant also contends that there is a selection step. However, the instant 
claims only recite a collecting step. According to the Merriam-Webster Online 
dictionary, to collect is "a: to bring together Into one body or place, b: to gather or exact 
from a number of persons or sources." Furthermore, the Merriam-Webster Online 
dictionary states that a synonym for "collect" is "gather." Thus the instant claims contain 
a gathering step, which the MPEP specifically states that a step of gathering is not 
sufficent for a detemiination of patentability (See MPEP §2106 (IV)(B)(2)(b)(ii)). 
Applicants contend that the since they are collecting in accordance to a predetermined 
characteristic, that the collecting step is the equivalent of a selecting step. However the 
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process of gathering objects always includes a predetemiined characteristic that defines 
what the object is. The applicants' contention does not differentiate how the instant step 
is a selecting step and not a gathering step. 

Regarding claims 66 and 67, Applicants have responded to this rejection by 
stating that the amendments incorporate functional language into the instant claims. 
The Examiner disagrees. The amendments clarify the kinds of data structures that are 
intended to be encompassed by the scope of the instant claims. However, it remains 
that the instant claims do not have any process that utiizies the arrangement of data. 
Thus the data structure constitutes descriptive material that is nonfunctional and thus 
non-statutory. 

This rejection is maintained from the previous office action. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 66 and 67 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Califano (US 5577249 A). 

That data structure and its intended use, as in instant Claims 66 and 67, is 
considered to be "non-functional descriptive" material, for the reasons stated above. 
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All limitations of this type of data structure are given no patentable weight, as 
they are non-functional descriptive material. The patentable weight given to the 
limitations of claims 66 and 67 are limited to any type of computer-readable medium 
storing any type of data structure. 

Califano teaches storing information associated with each sequence tuple as an 
array "data look-up structure" in a computer "hard disk" (a computer-readable medium) 
(see column 9, lines 14-30). Califano renders obvious the computer readable fonnat 
containing the data structures of claims 66 and 67. 

This rejection is maintained from the previous office action. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerry Lin whose telephone number is (571) 272-2561. 
The examiner can normally be reached on 10:00am-6:30pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel, Ph.D. can be reached on (571) 272-0718. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomriation for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). Representatives are available to 
answer your questions daily from 6 am to midnight (EST). When calling please have 
your application serial or patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the problem. The Patent 
Electronic Business Center will notify applicants of the resolution of the problem within 
5-7 business days. Applicants can also check PAIR to confirm that the problem has 
been corrected. The USPTO's Patent Electronic Business Center is a complete service 
center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It 
also enables applicants to view the scanned images of their own application file 
folder(s) as well as general patent information available to the public. 

For all other customer support, please call the USPTO Call Center at (800) 786- 

9199. 

MICHAEL BORIN.PH.D 
PRIMARY EXAMINER 



JL 




